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Art Unit: 2613 

1 . The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
A nonstatutory obviousness-type double patenting rejection is appropriate where 
the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. 
Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In 
re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the scope of a joint 
research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

2. Claims 1,3-11, 13-21 and 23-24 are provisionally rejected on the ground 
of nonstatutory obviousness-type double patenting as being unpatentable over 
claims 1, 3-4, 6-7, 11, 13-14,21 and 23 of copending Application No. 10/782231. 
Although the conflicting claims are not identical, they are not patentably distinct 
from each other because although the copending application has more elements 
than the present application, the present application claim 1 reads on claims 1 
and 3 of the copending application. Claim 1, lines 1-3 read on claim 1, lines 1-3 
of the related application. Claim 1, lines 4-5 read on claim 1, lines 4-5 of the 
related application. Claim 1, lines 6-9 read on claim 3, lines 3-5 of the related 
application. Claim 1, lines 10-13 read on claim 1, lines 7-10 of the related 



application. Claim 1, lines 14-16 read on claim 3, lines 8-9 of the related 
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application except that the related application does not claim specifics of the 
window width which was amended. He claims that he has two windows within a 
one bit length, it would appear obvious, if not inherent that the window is less 
than a bit length since there are two "windows" within the bit period. He also 
claims that the window is selected to reduce contribution (as the present 
application does). It would appear that the window must be selected to be less 
than the bit length in order to provide this reduction (if one invention has the 
window less than the bit length and it provides the reduction, it would appear 
inherent that the other application must also have a window less in order to 
provide the reduction). Further, when using the disclosure as a dictionary for the 
window, it is clear that the window width is less than a bit slot. Claim 24 relates 
to the method of claim 1. In regard to claims 4, 14 and 23, see claim 6 of the 
copending application. In regard to claims 5 and 15, see claim 7 of the copending 
application. In regard to claim 11, see claims 3-4 and 11 of the copending 
application and the obvious statement for claim 1 above. In regard to claim 21, 
see claims 1, 3-4 and 20 of the copending application and the obvious statement 
for claim 1 above. In regard to claims 3 and 13, in that the sampling window 
would be a function of the eye opening in order to provide the highest quality 
signal, it would have been obvious to use the eye diagram in order to select a 
sampling window width. In regard to claims 6 and 16, in that the sampling 
window would be a function of the clock signal in order to provide the highest 
quality signal, it would have been obvious to align the sampling window with the 
clock in order to provide a proper sampling of the signal. In regard to claims 7, 
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10, 17 and 20, in that the sampling window would be a function of the duty cycle 
and in order to provide the highest quality signal, it would have been obvious to 
use the duty cycle in order to select a sampling window width. In regard to 
claims 8-9 and 18-19, the applicant teaches that it is not critical what percentage 
the sampling width is with respect to the bit length. It would have been obvious 
to use plural small (small percentage which would be less than 20%) sampling 
widths in order to provide a proper sampling of the signal. This is a provisional 
obviousness-type double patenting rejection because the conflicting claims have 
not in fact been patented. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claims 1-3, 5-13, 15-22 and 24_are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Moeller (2003/0170022). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes 
prior art only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) 
might be overcome by: (1) a showing under 37 CFR 1.132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to 
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subject matter disclosed but not claimed in the reference, prior to the effective 
U.S. filing date of the reference under 37 CFR 1.131; or (3) an oath or 
declaration under 37 CFR 1.130 stating that the application and reference are 
currently owned by the same party and that the inventor named in the application 
is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1321(c). This rejection might also be overcome by 
showing that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a 
rejection under 35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Regarding claims 1, 11, 21 and 24, Moeller discloses: converting an optical 
signal into an electrical signal having an amplitude corresponding to optical 
power of the optical signal (e.g., 230 in Fig. 2, 530 in Fig. 5); sampling the 
electrical signal using at least one sampling windows contained within a time 
interval having a one-bit length (the multiple sampling points in Fig. 4 correspond 
to one bit slot) to generate bit estimate values (multiple Sampling points in Fig. 
4), wherein sampling the electrical signal comprises integrating the electrical 
signal over a first sampling window to generate a first integration result 
(integration for the left sampling point in Fig. 4 is implied in the decision circuit 
240 to generate the output bit estimate values); 

comparing the first integration result with a first decision threshold value to 
generate a first bit estimate value (e.g., threshold in Fig. 4); 
integrating the electrical signal over a second sampling window to generate a 
second integration result (integration for the right sampling point in Fig. 4 is 
implied in the decision circuit 240 to generate the output bit estimate values); and 



Application/Control Number: 1 0/730,41 3 Page 6 

Art Unit: 2613 

comparing the second integration result with a second decision threshold value 
to generate a second bit estimate value (e.g., threshold in Fig. 4);_and 
applying a logical function to the two or more bit estimate values to generate a bit 
sequence corresponding to the optical signal (e.g., gate 260 in Fig. 2, gate 570 in 
Fig. 5). 

Each sampling window has a width (each sampling point in Fig. 4 has its own 
finite width); the electrical signal has a series of waveforms comprising first and 
second pluralities of waveforms, wherein each waveform of the first plurality 
represents a binary "0" and each waveform of the second plurality represents a 
binary "x" (waveforms below the threshold represent "0", waveforms above the 
threshold represent T); and for each sampling window: 
a waveform is integrated over the sampling window width to generate a 
corresponding bit estimate value (integration is implied in the decision circuit 240 
to generate the output bit estimate values); and 
Moeller does not expressly disclose: 

the sampling window width is selected to reduce contribution of the second 
plurality of waveforms into integration results corresponding to the first plurality of 
waveforms. 

However, such a selection of sampling window width is intuitively obvious. At the 
time the invention was made, it would have been obvious to one of ordinary skill 
in the art to provide such a selection of sampling window width. One of ordinary 
skill in the art would have been motivated to do this in view of an obviously 
undesirable counterexample. That is, consider the option of a sampling window 
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that is as wide as the bit slot. With such a wide sampling window, the "1" 
waveforms of pulses with timing jitter from adjacent bit slots can adversely 
contribute to the integration results corresponding to "0" waveforms. This 
contribution can lead to inaccurate sampling results. Accordingly, it follows that 
one would be motivated to select a sampling window width to reduce this 
contribution, e.g., a sampling window width that is narrower than the bit slot. 
For example, lower threshold values may help avoid spontaneous beat noise at 
the mark level of a sampling window, and higher threshold values may help avoid 
spontaneous beat noise and thermal noise at the space level of a sampling 
window. Regarding claims 5 and 15, Moeller discloses: The method of claim 1, 
comprising: generating a first clock signal based on the electrical signal (10 GHz 
clock tone in paragraph [0021]); 

multiplying a frequency of the first clock signal to generate a second clock signal 
(40 GHz clock from 1:4 frequency multiplier in paragraph [0021]); and 
sampling the electrical signal at a sampling rate corresponding to the second 
clock signal to generate a bit stream carrying the first and second bit estimate 
values (sampling according to the 40 GHz clock in paragraph [0021]). Regarding 
claim 14, Moeller discloses: The receiver of claim 1 1 , comprising: a decision 
circuit (e.g., decision circuit 240 in Fig. 2) coupled to the signal converter; a clock 
recovery circuit coupled to the signal converter and adapted to generate a first 
clock signal based on the electrical signal (implied circuitry for recovering the 10 
GHz clock tone in paragraph [0021]); and 

a clock multiplier coupled between the clock recovery circuit and the decision 
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circuit and adapted to multiply a frequency of the first clock signal to generate a 
second clock signal (4o GHz clock from 1:4 frequency multiplier in paragraph 
[oo21]), wherein the decision circuit is adapted to sample the electrical signal at a 
sampling rate corresponding to the second clock signal to generate a bit stream 
carrying first 

and second bit estimate values (sampling according to the 40 GHz clock in 
paragraph [0021). regard to claims 3 and 13, in that the sampling window would 
be a function of the eye opening in order to provide the highest quality signal, it 
would have been obvious to use the eye diagram in order to select a sampling 
window width. In regard to claims 6 and 16, in that the sampling window would 
be a function of the clock signal in order to provide the highest quality signal, it 
would have been obvious to align the sampling window with the clock in order to 
provide a proper sampling of the signal. In regard to claims 7, 10, 17 and 20, in 
that the sampling window would be a function of the duty cycle and in order to 
provide the highest quality signal, it would have been obvious to use the duty 
cycle in order to select a sampling window width. In regard to claims 8-9 and 18- 
19, the applicant teaches that it is not critical what percentage the sampling width 
is with respect to the bit length. It would have been obvious to use plural small 
(small percentage which would be less than 20%) sampling widths in order to 
provide a proper sampling of the signal. In regard to claims 2, 12 and 22, see 
paragraph 29 of the reference which teaches that he adjusts the threshold in 
order to adjust the "1"s and "0"s, it would have been obvious to adjust the 
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threshold in reduce noise since he teaches adjusting the threshold to improve the 
levels. 



5. Claims 4, 14 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moeller as applied to the claims above, and further in view of 
Yonenaga etal. (Ref BF on the IDS of 5-16-05, "Dispersion-tolerant optical 
transmission system using duo binary transmitter and binary receiver", 
hereinafter 'Yonenaga"). 

Regarding claims 4, 14 and 23, Moeller does not expressly disclose the method 
of claim 1 , wherein the optical signal is an optical duo binary signal. 
Although Moeller considers return-to-zero (RZ) coding (paragraph [0017]), notice 
the duo binary coding of Yonenaga (p. 1530, col. 2, middle paragraph - p. 1531, 
ist paragraph). At the time the invention was made, it would have been obvious 
to one of ordinary Skill in the art to employ the duo binary coding of Yonenaga. 
One of ordinary skill in the art would have been motivated to do this for any of the 
following advantages: higher tolerance to fiber chromatic dispersion that limits 
transmission distance and suppression of stimulated Brillouin scattering (SBS) 
(Yonenaga, p. 153o-1531, bridging paragraph). Moeller in view of Yonenaga 
discloses the receiver wherein the optical signal is an optical duo binary signal 
(Yonenaga, p. 1530, col. 2, middle paragraph - p. 1531, ist paragraph). 

6. In regard to the applicants' arguments that the double patenting should be 
withdrawn in this case, the section quoted by the applicant 804 I (B) 1, teaches 
that the double patenting rejection cannot be withdrawn until a double patenting 
rejection is made in the copending application. In that the copending application 
is more specific than the present application, there is no two way double 
patenting in this case. Double patenting does not appear proper in the 
copending case because it is more specific (it claims two windows which do not 
appear obvious in view of the claims of the present application). Further, in view 
of the 103 rejections, this argument is moot. 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Leslie Pascal whose telephone number is 
571-272-3032. The examiner can normally be reached on Monday- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jason Chan can be reached on 571-272-3022. The fax 
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phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Leslie Pascal 
Primary Examiner 
Art Unit 2613 




